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| NTRODUCTI ON

The Suprene Court’s decisions in Bell Atlantic

Corporation v. Twonbly, 550 U. S. 544 (2007) and Ashcroft v.

lgbal, 129 S. . 1937 (2009) have caused a sea change in the

pl eadi ng practices in federal court. The instant case is

illustrative of this devel opnent.

Plaintiff Tyco Fire Products LP (“Plaintiff”) brings

this patent infringenent suit against Victaulic Conpany



(“Defendant”). Plaintiff alleges that Defendant has infringed
two of Plaintiff’'s patents: (1) United States Patent Nunber
7,793,736 (“'736 Patent”), entitled “Ceiling-Only Dry Sprinkl er
Systens and Met hods for Addressing a Storage Cccupancy Fire”; and
(2) United States Patent Nunber 7,819,201 (“‘201 Patent”),
entitled “Upright, Early Suppression Fast Response Sprinkler.”
(Second Am Conpl. 11 9, 19.) Defendant’s answer pleads five
affirmati ve defenses and asserts two countercl ains. Anpbngst
these affirmati ve defenses and counterclainms are Defendant’s
conclusory avernents that Plaintiff’s patents are “invalid and/or
unenforceable.” Plaintiff asks the Court to strike the
affirmati ve defense to that effect under Federal Rule of G vil
Procedure 12(f), and to dism ss the correspondi ng counterclaim
pursuant to Rule 12(b)(6).

For the reasons that follow, the Court finds that: (1)
Twonbly and lgbal do not apply to affirmati ve defenses; (2)
Defendant’ s affirmative defense satisfies the applicable
standard; (3) a portion of Defendant’s affirmative defense is
redundant; and (4) Defendant’s counterclaimfails under Twonbly
and Igbal. As a corollary to these findings, the Court notes
that relying on local patent rules to alter the pleading standard
is not consistent with the national rules, and observes that Rule
84 and the forns to which it provides safe harbor shoul d be
nodi fied or repealed to the extent they are inconpatible with

Twonbly and | gbal .

Thus, as set forth nore fully below, Plaintiff’s notion
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will be granted in part and denied in part. Defendant’s
counterclaimw ||l be dism ssed and the redundant portion of

Defendant’s affirmati ve defense will be stricken.

1. BACKGROUND

Plaintiff clains that its patents are infringed by
Def endant’ s manufacture and sale of the Mdel LP-46 V4603 K25
St andard Response Storage Upright Sprinklers of varying
tenperature ratings. (See id. 1 13, 23.) Defendant
acknow edges manufacturing and marketing the products in
guestion, (see Answer 1Y 12, 22), but denies Plaintiff’s
avernents of patent infringenent, (see id. 1Y 14-18, 24-28).
Def endant further raises a series of affirmative defenses and two
counterclains, both of which assert, in relevant part, that
Plaintiff’'s patents are “invalid and/or unenforceable.”

This contention appears in three portions of
Def endant’s answer. First, Defendant’s Third Affirmati ve Defense
provides that Plaintiff’'s patents are “invalid and/or
unenforceable for failure to conply with the conditions of
patentability specified in Title 35 of the United States Code,
including, without linmtation, at |east 8§ 101, 102, 103 and
112.” (ld. ¥ 31.) Second, Defendant pleads a counterclaim
averring that the “patents are invalid and/or unenforceable for
failure to conply with the conditions of patentability specified
in Title 35 of the United States Code, including, wthout
limtation, at |east 8§ 101, 102, 103 and 112.” (1ld. T 39.)
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Finally, Defendant’s request for relief seeks an Order declaring

that the clains of the patents are “invalid and unenforceable.”

[11. DI SCUSSI ON

Plaintiff takes issue with Defendant’s avernent that
the patents are “invalid and/ or unenforceabl e” and asks the Court
to (1) strike Defendant’s third affirmative defense; (2) dismss
Def endant’ s second counterclaim and (3) strike Defendant’s
request for relief insofar as it asks for an Order declaring the
patents “invalid and unenforceable.” G ting Twonbly and |gbal,
Plaintiff contends that Defendant has failed to give Plaintiff
fair notice of the basis upon which the “invalid and/or
unenforceabl e” affirmative defense and countercl ai m depend.
Plaintiff further extrapol ates that Defendant’s allegation of
unenforceability may be predicated on inequitable conduct, and
contends that its notion should therefore be granted because
Def endant’ s pl eadi ng does not satisfy Rule 9(b).

Def endant responds that a patent can be unenforceabl e
for many reasons—ene of which is invalidity itself—and that
Plaintiff m stakenly presunes the defense and counterclaimintend
to allege inequitable conduct. Defendant, therefore, contends
that Rule 9(b) does not apply, and that the answer’s all egations
provide sufficient notice under the governing standard set forth
in Rule 8. Defendant further reasons that the answer and
counterclains should remain intact because they provide the sane

| evel of factual detail as Plaintiff’s pleading.
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Interestingly, the parties have not suggested that the
standard of review applicable to Defendant’s counterclai m my
differ fromthat which applies to Defendant’s affirmative
defense. |In fact, the parties’ briefing only gives cursory
treatnment to the | egal standard to be applied in evaluating
Plaintiff’s notion. Wen the Court inquired into this matter at
oral argunent, both parties suggested that the plausibility
standard set forth in Twonbly and lgbal was controlling. This
proposition, however, is hardly self-evident, and deserves due

consi deration. Thus, the Court begins by addressing this issue.

A. Legal Standard

Plaintiff’s notion is governed by Rules 12(b)(6) and
12(f).' The former provides a basis by which a party may
chal |l enge the sufficiency of a counterclaim see Fed. R Cv. P
12(b)(6) (stating that “failure to state a cl ai mupon which
relief can be granted” is a defense to a claimfor relief), while
the latter permts parties to challenge the sufficiency of an
affirmati ve defense, see Fed. R CGv. P. 12(f) (stating that the
court “may strike froma pleading an insufficient defense”).

Al t hough both procedural devices are concerned with a pleading s

! The fact that this case is a patent case has no bearing

on the |l egal standard applied. See M Zeal v. Sprint Nextel
Corp., 501 F.3d 1354, 1355-56 (Fed. Cr. 2007) (“A notion to
dismss for failure to state a clai mupon which relief can be
granted is a purely procedural question not pertaining to patent
law.”). Instead, the standard is derived fromthe regional
circuit’s law. See id.




| egal sufficiency, the requirenents underlying the sufficiency
determ nation stemfromdifferent sources: Rule 8(a) applies to
clains (and therefore counterclains and crossclains), while Rule

8(c) sets forth the standard for affirnmative defenses. ?

1. H storical Underpi nnings and Their Deni se

Both rul es, however, share a conmmon purpose. | ndeed,
so-called “notice pleading” has al ways been the hall mark of Rul es
8(a) and 8(c), which ultimately function to provi de the opponent

wWith notice of the claimor defense pled. See, e.qg., Twonbly,

550 U. S. at 555 (stating that Rule 8(a)’s purpose is “to ‘give
the defendant fair notice of what the . . . claimis and the

grounds upon which it rests.’” (quoting Conley v. G bson, 355

U.S. 41, 47 (1957))); Dann v. Lincoln Nat’|l Corp., --- F. Supp.

2d ----, 2011 W. 487207, at *4 (E.D. Pa. Feb. 10, 2011) (“[E]ven
before Twonbly and lgbal, affirmative defenses had to provide the
plaintiff with fair notice of the nature of the defense.”). Rule
12(b) provides a neans of enforcing this policy goal. As noted,
it permts, anongst other things, dismssal of legally
insufficient clainms or defenses, see Fed. R Civ. P. 12(b)(6);
Fed. R Cv. P. 12(f), and affords certain parties the ability to

seek a greater degree of notice where it is deficient, see Fed.

2 Rul e 8(a) requires the pleader to aver “a short and
plain statement of the claimshowng that the pleader is entitled
torelief.” Fed. R GCv. P. 8(a)(2). Rule 8(c), by contrast,

requires “a party [to] affirmatively state any avoi dance or
affirmati ve defense.” Fed. R Cv. P. 8(c)(1).
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R CGv. P. 12(e).

In eval uating pl eadings for |egal sufficiency under
Rul es 12(b)(6) and 12(f), courts historically applied Conley’s
“no set of facts” test whereby the pleading in question would
survive a chall enge unl ess there was no set of facts under which

the pleader could prevail. See, e.qg., Conley, 355 U S. at 45-46

(“[A] conplaint should not be dismssed for failure to state a
claimunless it appears beyond doubt that the plaintiff can prove
no set of facts in support of his claimwhich would entitle him

torelief.”); Surface Shields, Inc. v. Poly-Tak Prot. Sys., Inc.,

213 F.R D. 307, 308 (N.D. Ill. 2003) (noting that a defendant’s
affirmati ve defense should be stricken “if the defendant coul d
prove no set of facts in support of the affirmati ve defense that

woul d defeat the conplaint”); see also Dann, 2011 W. 487207, at

*4 (explaining that before Twonbly “[a]ffirmative defenses were

not to be struck unless there was no set of facts which could be

inferred fromthe pleadings in support of the defenses”).
However, notw thstanding that Rule 12(e) provides a

basis for renmedying deficient notice and does not permt

di sm ssal, the notion that a pleading should provide notice was

often nerged into the inquiry for assessing |l egal sufficiency by

way of a notion to dismss or strike.® See Stephen B. Burbank,

8 This appears to have led to at | east two distinct

results. Some courts incorporated the requirenment of notice into
the standard for dism ssal such that a conplaint or defense
providing insufficient notice of what was bei ng asserted woul d be
di sm ssed or struck respectively. See, e.qg., N colosi-Russo v.
Program Br okerage Corp., No. 05-9373, 2006 W. 3690654, at *2
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Sunmary Judgnent, Pl eading, and the Future of Transsubstantive

Procedure, 43 Akron L. Rev. 1189, 1191 n.14 (2010). In doing so,
courts fixed the quantum of notice required by reference to the
conplexity of the facts and |l egal theory alleged. See, e.q.,

Loftus v. Se. Pa. Transp. Auth., 843 F. Supp. 981, 986 (E.D. Pa.

1994) (Robreno, J.). Indeed, as this Court put it in sunmarizing
what a plaintiff had to allege to survive a defendant’s notion to
dism ss, “the nore substantively conplex the cause of action, the
greater the mandate for detail under [Rule 8(a)].” 1d.

The Suprene Court’s decisions in Twonbly and | gbal,
both of which expressly and closely tied the concept of notice to
a clainms legal sufficiency, have drastically reshaped these
principles. In dispensing with Conley’'s “no set of facts” test,
the Twonbly Court held that a conplaint’s factual allegations
must “be enough to raise a right to relief above the specul ative

level.” Twonbly, 550 U.S. at 555. This, as the Court expl ained,

(S.D.N. Y. Dec. 13, 2006) (noting a defendant is “entitled to
dismssal” if “it can show either that the conplaint fails to
provide fair notice . . . or . . . the plaintiff can prove no set
of facts” (internal marks omtted) (quoting Patel v. Searles, 305
F.3d 130, 135 (2d Cir. 2002))). Ohers would intimate that a

pl eadi ng satisfying the “no set of facts” standard provi ded the
requi site notice for the purposes of defeating an opponent’s
notion. See, e.qg., ldrees v. Cty of NY. Dep't of Parks &
Recreation, No. 04-2197, 2005 W. 1026027, at *3 (S.D.N. Y. My 3,
2005) (stating a conplaint nust provide “fair notice” and shoul d
therefore not be dism ssed “unless it appears beyond doubt that
the plaintiff can prove no set of facts” (quoting Conley, 355

U S. at 45-46)); United States v. NOC. , Inc., No. 87-3539, 1988
W 109727, at *4 (D.N.J. Cct. 14, 1988) (“Fair notice is given

unl ess it appears beyond doubt that the plaintiff can prove no

set of facts in support of his claim. . . .” (internal marks
omtted) (quoting Conley, 355 U S. at 47)).
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“requires nore than | abels and concl usions” such that “a
fornmulaic recitation of the elenents of a cause of action wll
not do.” 1d. at 555 (internal citation omtted).

| nstead, under Twonbly, the pleadings nust contain
sufficient factual allegations as to state a facially plausible
claimfor relief. See id. at 570 (“[We do not require

hei ghtened fact pleading . . . but only enough facts to state a

claimto relief that is plausible on its face.”); see also Gelmn

v. State Farm Mut. Auto. Ins. Co., 583 F.3d 187, 190 (3d Cr.

2009). To show as nuch, as the Court clarified in lgbal, the
pl eader nust aver “factual content that allows the court to draw
t he reasonabl e inference that the defendant is liable for the

m sconduct alleged.” 129 S. C. at 1949.

2. Split in Authority on Twonbly-lgbal’s
Applicability to Affirmati ve Def enses

In the wake of Twonbly and Igbal, it is clear that a
claimor counterclaimnust set forth sufficient facts to give

rise to a plausible claimfor relief. See, e.qg., PPG Indus.,

Inc. v. Ceneron IGS, Inc., --- F. Supp. 2d ----, 2011 W 113665,

at *2 (WD. Pa. Jan. 13, 2011) (“Courts use the sane standard in
ruling on a notion to dismss a counterclaimunder Federal Rule
of Gvil Procedure 12(b)(6) as they do for a conplaint.”).

VWhet her Twonbly’s “plausibility” standard applies to affirmative
def enses, however, is far fromsettled. See Dann, 2011 W

487207, at *4 (“District courts across the country have di sagreed



as to whether Twonbly’'s plausibility standard has raised the bar
for affirmati ve defenses.”); see also Arthur R MIller, From

Conley to Twonbly to Igbal: A Double Play on the Federal Rules

of Gvil Procedure, 60 Duke L.J. 1, 101 n.391 (2010) (identifying

and interpreting the split). As Judge Brody recently observed,
the “majority of courts have held that Twonbly's plausibility
standard does apply to affirmati ve defenses” by “interpret[ing]

Twonbly as applying to all pleadings.” Dann, 2011 W 487207, at

*4 n. 6.
But many courts have persuasively argued that Twonbly
and | gbal do not apply to affirmative defenses. In Charl eswell

v. Chase Manhattan Bank, N A. , for exanple, Judge DuBoi s

di stinguished Rule 8(a) fromRule 8(c), noting that Rule 8(a)
requires a “statenent of the claim showing that the pleader is
entitled to relief” while Rule 8(c) only requires a pleader to
“state” an affirmative defense. No. 01-119, 2009 W. 4981730, at
*4 (D.V.l. Dec. 8, 2009) (enphasis added). Because the Twonbly
Court had interpreted Rule 8(a) and not Rule 8(c), Judge DuBois
concl uded “that the pleading standards articulated in Twonbly and
Igbal do not extend to affirmative defenses.” 1d. at *4.
Pointing to the textual distinction Judge DuBoi s
identified as well as other considerations, Judge Sinandle

recently reached the same conclusion. See Fed. Trade Commin v.

Hope Now Mbdifications, LLC, 09-1204, 2011 W. 883202, at *2

(D.N.J. Mar. 10, 2011). Twonbly and lgbal, as Judge Si mandl e

expl ained, were partially pronpted by the “concern that allow ng
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t hreadbare conplaints to survive a Rule 12(b)(6) notion to

di sm ss would unjustifiably subject nore defendants to the
burdens of discovery.” [d. at *3. Judge Sinmandl e reasoned that
t hese considerations are not equally inplicated in the context of
affirmati ve defenses:

Under the Rules, a plaintiff faced wth a vague or
possi bly frivol ous defense i s not without renedy. Defendants’
affirmati ve def enses can easily be expl ored t hrough contenti on
interrogatories to the Defendants . :

The Court further notes that the Rules provide sone

further protections . . . . First, a defendant nust nake the
initial di scl osures of per sons havi ng  di scoverabl e
i nformation, and of docunents . . . pertinent toits defenses.
Second, . . . Rule 11(b)(2) provides that defense counsel, by

signing such a pleading, certifies to the best of counsel’s
belief, formed after reasonable inquiry, that ‘the .
defenses . . . are warranted by existing law or by a
nonfrivol ous argunent for extendi ng, nodifying, or reversing
existing law,’ and that a breach of this duty, such as by
asserting frivolous defenses, is subject to Rule 11(e)
sancti ons.

Id. at *3-4; accord Romantine v. CHZMH Il Eng'rs., Inc., No.

09-973, 2009 W. 3417469, at *1 (WD. Pa. Cct. 23, 2009) (“This
court does not believe that Twonbly is appropriately applied to
either affirmative defenses under 8(c), or general defenses under
Rule 8(b) . . . .7").

O her courts have declined to resolve the issue at all,
reasoni ng that fair notice has al ways been required of
affirmati ve defenses and that the defense at issue failed to

provide as nmuch. See, e.qg., Dann, 2011 W 487207, at *5.

I nterestingly, however, such courts appear to principally base
this determ nation on the degree of factual detail averred. See

id. (explaining that “sonme cases, applying only the fair notice
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standard, and not hol ding defendants to the Twonbly and | gbal
bar, have struck affirmative defenses simlar to those alleged by
[the defendant]” and finding that the defendant failed to provide
fair notice of a statute of Iimtations defense because the
defendant failed “to identify which statutes of limtation are at
issue”).* This close attention to the pleading s factua
specificity is, of course, the very sane neasure by which Twonbly
instructed courts to assess clains that are tested by an
opponent’s notion to dismss. It is therefore unsurprising that
courts requiring fair notice in this manner have deened
comonpl ace avernents, see MIler, supra, at 101 (observing that
def ensi ve pl eadi ng under Rules 8(b) and 8(c) “typically are
alleged in a formulary, conclusory, and uninformative fashion”),

defective on notice grounds, e.qg., Dann, 2011 W 487207, at *5.

3. Standard to be Applied by the Court

In light of the differences between Rules 8(a) and 8(c)
in text and purpose, the Court concludes that Twonbly and | gba

do not apply to affirmative defenses. An affirnmative defense

4 See also FarmCredit of NW Fla., ACAv. D lsheiner,
No. 10-4515, 2011 W 725084, at *3 (E.D. Pa. Mar. 1, 2011)
(“Wthout determ ning whether affirmative defenses are subject to
t he Twonbl y-1qgbal pleading standard, we find no basis in the
def endants’ pleading to support them” (internal footnote
omtted)); Sun Mcrosystens, Inc. v. Versata Enters., Inc., 630
F. Supp. 2d 395, 407 n.8, 410 (D. Del. 2009) (stating that “the
instant Motion does not necessitate a resolution” of the split in
authority, and holding “there are insufficient factual
all egations in [the defendant’s] Answer and Amended Countercl ai ns
to support either a |l aches or a waiver defense”).
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need not be plausible to survive; it nust nerely provide fair

noti ce of the issue involved.® See Resolution Trust Corp. V.

Baker, No. 93-93, 1994 W 637359, at *1 (E.D. Pa. Nov. 14, 1994)
(Robreno, J.) (“[A]ll defenses nust be plainly insufficient to be
stricken . . . .7). This, as the undetailed recitations of

6

affirmati ve defenses illustrated in Form 30 show, ° is not an

exacting standard even renotely approaching the type of notice

required of a claimunder Twonbly and Igbal. See Fed. R G v.
P., App. of Fornms, Form 30 (“The plaintiff’s claimis barred by

° As noted, an affirmative defense woul d have been
assessed under the “no set of facts” test before Twonbly with the
concept of fair notice being tied into the analysis in one way or
another. See supra Part IIl1.A 1. |In deference to the Twonbly
Court’s adnonition that the “no set of facts” test “has earned
its retirenent,” see Twonbly, 550 U. S. at 563, the Court
concludes that its application is inappropriate in any context
and therefore limts its sufficiency inquiry to the question of
whet her the affirmative defense confers fair notice. This test
is particularly sensible for affirmative defenses given that the
Rul es do not, as they do for conplaints, provide any other neans
by whi ch vague defenses may otherw se be remedied. Cf. Fed. R
Cv. P. 12(e) (providing that “[a] party nmay nove for a nore
definite statement of a pleading to which a responsive pleading
is allowed,” which does not generally include answers contai ni ng
affirmati ve defenses).

6 Form 30 is referred to by Rule 84, which provides that
a pleading in accordance with the fornms suffices under the rules.
See Fed. R Cv. P. 84. Rule 84 was enacted to ensure that such
pl eadi ngs woul d be treated favorably by the courts. See 12
Charles Alan Wight & Arthur R MIler, Federal Practice and
Procedure 8 3162 (“Prior to 1948 an occasional case held a
pl eadi ng insufficient even though it confornmed to one of the
Oficial Forms. To avoid such decisions the rule was amended in
1948 and now states explicitly that the fornms are ‘sufficient
under the rules.’”” (internal footnotes omtted)). Wile the
Court believes Twonbly and I gbal cast doubt on the propriety of

sonme of the forns, see infra Part 111.B.2.b, they do so because
of their interpretation of Rule 8(a)’s requirenents—Aot Rule
8(c)’s. Thus, Form 30 remains an accurate illustration of what

Rul e 8(c) requires of an affirmative defense.
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the statute of limtations because it arose nore than __ years
before this action was commenced.”); id. (“The conplaint fails to
state a clai mupon which relief can be granted.”).

Instead, the requisite notice is provided where the
affirmati ve defense in question alerts the adversary to the

exi stence of the issue for trial. See NNH Ins. Co. v. MNarinemax

of Ghio, Inc., 408 F. Supp. 2d 526, 530 (N.D. Oni o 2006)

(concluding that affirmati ve defenses averring preenption and
wai ver through “actions and inactions” were sufficient; while
plaintiff argued “it ha[d] no idea which clains are preenpted

[and] which actions wai ved whi ch defenses” these were questions
for discovery, not a basis for striking defenses). Providing
know edge that the issue exists, not precisely how the issue is
inplicated under the facts of a given case, is the purpose of
requiring avernents of affirmative defenses. See id. at 529.
Thus, the Court wll only strike defenses chall enged on
sufficiency grounds if they do not neet this | ow standard.

The architecture of Rule 8 confirnms this approach.

Rul e 8 provides that a party nust nerely state, not show, an
affirmati ve defense. Conpare Fed. R Civ. P. 8(a) with Fed. R
Cv. P. 8c). And while there is a need for a nore factual
understanding of a claimas to permt the fornmulation of a
response, a party served with an affirmative defense is generally
not required or permtted to file any responsive pleading at all.
See Fed. R Cv. P. 7(a). The need for notice of an affirmative

defense is therefore di m ni shed consi derably.
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Mor eover, applying the concept of notice to require
nore than awareness of the issue’ s existence inposes an
unr easonabl e burden on defendants who risk the prospect of

wai ving a defense at trial by failing to plead it, e.qg., Creative

Consuner Concepts, Inc. v. Kreisler, 563 F.3d 1070, 1076 (10th

Cr. 2009), and have a short anmount of tinme to develop the facts
necessary to do so, see Fed. R GCv. P. 12(a)(1) (providing 21

days for a defendant to answer a conplaint); Lane v. Page, ---

F.RD ----, 2011 W 693176, at *12 (D.NM Jan. 14, 2011). On a
nore practical level, requiring greater notice conflicts with the
| ongstanding truismthat notions to strike are disfavored. See

Fiorentino v. Cabot Ol & Gas Corp., --- F. Supp. 2d ----, 2010

WL 4595524, at *2 (M D. Pa. Nov. 15, 2010). After all, requiring
nore detail ed defensive pleading wll inevitably lead plaintiffs
to file nore notions to strike.

For these reasons, the Court will evaluate the
chal l enged affirmati ve defense and counterclai mthrough a
mar kedly different |ens even though Plaintiff attacks themon the
same ground. The counterclai mnust be plausible under Twonbly
whereas the affirmative defense will be deened sufficient unless

it fails to provide fair notice of the issue.’ Al though this

! More, of course, will be required should the
allegations at issue relate to “fraud or mstake.” Fed. R Cv.
P. 9(b). Such pleadings are subject to Rule 9(b)’s
particul ari zed requi renments regardl ess of whether they are nade
by way of an affirmative defense or a claim See id.; see also 5
Wight & MIler, supra, 8 1274 (noting that the only exceptions
to the general pleading rule for affirmative defenses “are the
defenses that fall within the special pleading provisions in Rule
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nmet hodol ogy may | ead to different outcones follow ng judicial
scrutiny of clainms and affirmative defenses of the sane stripe,
Rule 8 requires as nmuch and the apparent incongruity is warranted
by the different forns of relief accorded by affirmative defenses
and counterclainms. This case aptly denonstrates this point. |If
Def endant prevailed on its counterclaim it would be entitled to
an Order declaring Plaintiff’s patent invalid. This, of course,
woul d render Plaintiff’s patent null as against any party. A
victory on the affirmati ve defense, by contrast, would not
clearly have this effect.?

Thus, with the abovenentioned guiding principles in

m nd, the Court turns to address Plaintiff’'s notion.

B. Appl i cation

In the post Twonbly-lqgbal world, several courts have,

wWith varying results, dealt with simlar affirmati ve defenses and
counterclai ns nade by patent defendants. Sone courts have nerely
been confronted with counterclains asserting that a patent is

i nvalid or unenforceabl e. See, e.q., Cenetic Tech. LTD v.

| nterl eukin Genetics Inc., No. 10-69, 2010 W. 3362344, at *1-2

(WD. Ws. Aug. 24, 2010) (dism ssing counterclaimaverring that

the clains “are all invalid and/or unenforceabl e under one or

9, especially Rule 9(b)”).

8 Wi | e adjudication of the affirmative defense would
bind the parties in this and any future action, any greater reach

woul d necessarily depend on principles of issue preclusion.
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nore of 35 U. S.C. § 101, 102, 103 and 112" because the “court
cannot treat this conclusory statenment as true”). Many, however,
have considered the propriety of both counterclains and

affirmati ve defenses to that effect. E.q., Aspex Evewear, Inc.

v. Cariti Eyewear, Inc., 531 F. Supp. 2d 620, 623 (S.D.N. Y.

2008) .

1. Split in Authority Anpongst Courts Construing
Sim | ar Pl eadi ngs

At times, the court considering the plaintiff’s notion
has, citing fair notice, dism ssed the counterclaimand struck
the affirmative defense w thout considering whether the
appl i cabl e pl eadi ng standards for counterclains and defenses may
differ. In Aspex, for exanple, the Court observed that the
def endant’ s counterclains and affirmati ve defenses all eging the
patents were “invalid and/or unenforceable” were nmere assertions
“Wthout . . . even general facts to support them” |[d.
Consequently, the Court struck the affirmative defense and
di sm ssed the counterclainms. See id. (“Mere conclusory
assertions are not sufficient to give plaintiffs notice of the

counterclai ns and defenses and, thus, do not neet Rule 8(a)’s

pl eadi ng standards.”); see also Sprint Commt’ns Co., L.P. v.

Theqgl obe.com 1Inc., 233 F.R D. 615, 618, 619 (D. Kan. 2006)

(striking affirmati ve defense alleging patent was “invalid, void
and/ or unenforceabl e under one or nore of the sections of Title

35 of the United States Code” and di sm ssing counterclaim
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al l eging the sane because both were “fatally vague”).
Some courts, however, have permtted defendants to
proceed on simlarly pled counterclains and def enses. El an

Pharma International Ltd. v. Lupin Linmted, No. 09-1008, 2010 W

1372316 (D.N.J. Mar. 31, 2010) is illustrative. |In Elan, the

def endant’ s answer contai ned counterclains and affirmative

def enses averring that patents were “invalid under one or nore
provisions of 35 U.S.C. 8§ 101-105.” |[d. at *4, 5. Pointing to
the | ocal patent rules that the District of New Jersey had
recently adopted as well as the sparse nature of the plaintiff’s
pl eadi ng, the Court refused to strike the defenses or dism ss the

count ercl ai ns:

[ The defendant’ s] | anguage in its counterclains and
affirmati ve defenses mrrors the |anguage [the plaintiff]
enployed in its own Conplaint. There is no basis for this

Court to, on the one hand, allow [the plaintiff] to plead as
it has while, on the other hand, require [the defendant],
i nexplicably, to provide nore detail ed factual support for its
countercl ai ns and def enses.

Additionally, the Local Patent Rul es require specificity
at a later stage than [the plaintiff] argues is required,
pursuant to Twonbly and I gbal. Both [the plaintiff] and [the
def endant] will have to di scl ose their respective theories and
the accordant facts in order to conply with Local Patent Rul es
3.1 and 3.3. This notion suggests a factual disclosure that
the Federal Circuit does not require, and a disclosure that,
if required here, would make Rules 3.1 and 3.3 superfl uous.
This Court cannot rule in a manner that underm nes | ogic, the
Federal Rules, and the District of New Jersey Local Patent
Rul es.

ld. at *5 (internal footnotes omtted).

Several courts have agreed with the Elan Court’s

reasoning. See, e.qg., Pfizer Inc. v. Apotex Inc., 726 F. Supp.

2d 921, 937-38 (N.D. Ill. 2010) (assessing a notion to dismss
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counterclains alleging invalidity due to “failure to conply with
one or nore of the conditions of patentability set forth in Title
35 of the United States Code”). In Pfizer, the Court cited the
Northern District of Illinois” |ocal patent rules, explaining
that their adoption “mlitate[s] against dismssal of
counterclains for failure to neet the pleading requirenents of
Rule 8(a).” 1d. at 938. For this reason and others, the Pfizer
Court held that the defendant’s seem ngly vague invalidity

counterclains were sufficient. Id.; accord Teirstein v. AGA Md.

Corp., No. 08-14, 2009 W 704138, at *5 (E. D. Tex. Mar. 16,
2009) .

2. Def endant’ s Pl eadi ng

a. The affirmati ve def ense

As di scussed above, an affirnmative defense nust only

provi de the opponent fair notice of the issue involved. ° Under

9 The Court rejects Plaintiff’s contention that Rule 9(b)
applies to Defendant’s avernents. This argunent, which is
predi cated on Plaintiff’s specul ation that Defendant’s
counterclaimand affirmati ve defense refer to Plaintiff’s
i nequi tabl e conduct, is msplaced. While it is true that
i nequi t abl e conduct nust be pled with specificity in accordance
with Rule 9(b), see Fergquson Beauregard/Logic Controls, Div. of
Dover Res., Inc. v. Mega Sys., LLC, 350 F.3d 1327, 1344 (Fed.
Cr. 2003) (“[I]nequitable conduct, while a broader concept than
fraud, nust be pled with particularity.”), Defendant has not
al | eged i nequitable conduct and clarifies as nmuch in its response
to Plaintiff’'s notion.

| ndeed, as Defendant correctly states, an invalid
patent is unenforceable. Mreover, a patent is unenforceable as
against a particular party to the extent that party has a
cogni zabl e license defense. See Hewl ett-Packard Co. V.
Repeat - O Type Stencil Mg. Corp., 123 F. 3d 1445, 1455 (Fed. Gr.
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this standard, Defendant’s affirmative defense is plainly
satisfactory to the extent it avers “invalidity.” |t provides
Plaintiff with notice that Defendant anticipates defending this
suit on grounds of invalidity, the details of which Plaintiff can

fl esh out through discovery. See Marinemax, 408 F. Supp. 2d at

530. Standing alone, the sanme may well be true of Defendant’s
avernent of “unenforceability.” Here, however, Defendant

acknow edges that its avernment of unenforceability is effectively
the sanme as its avernent of invalidity or the other defenses
pled—+.e., the patent is unenforceable for the sanme reasons it is
allegedly invalid or is unenforceabl e agai nst Defendant because
of Defendant’s other affirmative defenses. Under these
circunstances, the use of the termunenforceable in Plaintiff’s
pleading is “redundant”; it wll be stricken accordingly. Fed.

R Gv. P. 12(f).

b. The counterclaim

Det er mi ni ng whet her Defendant’s counterclaimon the
same grounds suffices requires the Court to consider whether
Defendant’s claimof invalidity or unenforceability is

“pl ausi bl e under Twonbly and I gbal. Defendant’s counterclaim

1997). Therefore, the use of the term unenforceabl e does not, as
a matter of course, amount to a claimof inequitable conduct.
Nevert hel ess, because Defendant effectively concedes it is using

t he term unenforceabl e based on the inport of the patent’s
invalidity or the applicability of another defense in Defendant’s
pl eading, (see Def.’s Br. In Cpp to Pl.’s Mdt., at 3-4), the term
is tautological and is treated as such in this nenorandum
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pl ai nly does not satisfy this standard: it contains a nere | egal
concl usion, no supporting facts, and cites four broad provisions
of Title 35 of the United States Code in support “w thout
limtation.” (Answer f 39.) As noted, sone courts have forgiven
simlarly sparse counterclains based on the | ow bar to which the
plaintiff’s avernents of patent infringenment were subjected and
their district’s adoption of specialized |ocal patent rules. See
Elan, 2010 W. 1372316, at *5; Pfizer, 726 F. Supp. 2d at 938;
Teirstein, 2009 W. 704138, at *5; see also Mcrosoft Corp. v.

Phoeni x Solutions, Inc., 741 F. Supp. 2d 1156, 1159 (C. D. Cal.

2010) (“[B]ecause the Court requires that invalidity contentions
be served pronptly after a counterclaimof invalidity is
advanced, invalidity clainms are not subject to the hei ghtened

pl eadi ng standards of Twonbly and lgbal.”). The Court will not
foll ow t hat approach here.

First, the Court cannot rely on the |ocal patent rules
upon whi ch these courts have depended because the Eastern
District of Pennsylvania has not adopted | ocal patent rules.
Even if the this district did adopt |ocal patent rules, however,
they could not nodify a defendant’s pleading standard for
countercl ai ms under the national rules. See Fed. R Cv. P
83(a)(1l) (“Alocal rule nust be consistent w th—but not
duplicate—fthe national] federal statutes and rules . . . .");
see also 28 U S.C. § 2071(a). Using local patent rules to alter
a defendant’s pleadi ng obligations, while perhaps practical given

the very unique nature of federal patent litigation, offends the
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trans-substantive character of federal procedure. ' See Fed. R
Cv. P. 1 (“These rules govern the procedure in all civil actions
and proceedings in the United States district courts . . . .7).
Second, the Court rejects the principle of permtting
the defendant to plead less to survive a notion to dism ss based
on apparent deficiencies in the plaintiff’s pleading. ( See
Def.”s Br. In Oop to Pl.’s Mdt., at 5-7.) Two wongs do not neke
aright; if the plaintiff does not plead a plausible claimfor
relief under Twonbly, the defendant is entitled to seek, and
obtain, dism ssal of the conplaint. The fact that the defendant
chooses not to do so does not entitle the defendant to pl ead
counterclains in a correspondingly insufficient manner. As
descri bed earlier, the relief warranted by a counterclai mcan be
drastic. Here, Defendant’s counterclaimasks the Court to

adj udge Plaintiff’s patent invalid. Defendant will not be

10 The notion that courts may enact rul es of procedure

concerning a specific subject matter is itself debatable. The
Rul es Enabling Act only permts the Suprene Court to “prescribe
general rules of practice and procedure,” 28 U S.C. § 2072(a)
(enphasi s added), and local rules nust be consistent with the
national rules pronul gated by the Suprenme Court, see 28 U S.C. 8§
2071(a). A well-known civil procedure schol ar has opi ned that
the Rules Enabling Act’s use of the word “general” refers to the
fact that the rules issued by the Suprene Court “should not be
l[imted in their application either to a particul ar geographic
area or to a particular subject matter of dispute.” Paul D
Carrington, Making Rules to Dispose of Manifestly Unfounded
Assertions: An Exorcismof the Bogy of Non-Trans-Substantive
Rules of Civil Procedure, 137 U Pa. L. Rev. 2067, 2079 (1989)
(internal footnote omtted); but see Stephen B. Burbank, The
Transformation of Anerican Gvil Procedure: The Exanple of Rule
11, 137 U Pa. L. Rev. 1925, 1934-35 (1989) (questioning this
interpretation). Under Professor Carrington’ s view, specialized
topi c- based rul es of procedure appear to be inproper.

22



permtted to proceed on such a theory without stating a valid
claimeven if Plaintiff’s pleading my have, itself, been prone
to attack.

The Court acknow edges this may place a burden on
pat ent defendants, who will have to plead counterclains in
accordance with Twonbly but will often be tasked with answering

conclusory conplaints of direct infringenent. Cf. Mcrosoft

Corp., 741 F. Supp. 2d at 1159 (declining to apply Twonbly to
invalidity counterclainms because doing so “would be incongruous”
in consideration of a patent plaintiff’s pleading burden). Form
18 permts as nuch, and courts, follow ng Rul e 84, have accepted
that pleadings in accordance with Form 18 are sufficiently pled

to withstand a notion to dism ss. See McZeal, 501 F.3d at

1356-57 (1l ooking to Form 16 in evaluating the pleading
requirenents for direct patent infringenent); id. at 1360 (Dyk,
J., concurring in part and dissenting in part) (suggesting that
the pleading in Form 16 woul d not provide sufficient notice under
Twonbl y, but acknow edging that “we would be required to find
that a bare allegation of literal infringenment in accordance with
Form 16 woul d be sufficient . . . to state a claint). ™

As courts have acknow edged, “[i]t is not easy to
reconcile Form 18 with the gui dance of the Suprenme Court in

Twonbly and lgbal.” Elan Mcroelectronics Corp. v. Apple, Inc.,

1 When McZeal was decided, the Formillustrating a

“Compl aint for Patent Infringenment” appeared at Form 16. It now
appears at Form 18.
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No. 09-1531, 2009 W. 2972374, at *2 (N.D. Cal. Sept. 14, 2009);
see Realtine Data, LLC v. Stanley, 721 F. Supp. 2d 538, 542 (E.D.

Tex. 2010). Nor is it easy to accept that the other forns
pertaining to the pleading of clains wiuld survive a notion to

di sm ss under Twonbly and lgbal. See, e.qg., Fed. R Gv. P.,

App. of Fornms, Form 11 (outlining a three-paragraph conplaint for

negligence); but see Twonbly, 550 U S. at 565 n. 10 (suggesting

that Form 9, the nodel formfor a negligence pleading at the
time, would suffice because a “defendant wi shing to prepare an
answer . . . would know what to answer”). *?

Put sinply, the fornms purporting to illustrate what
| evel of pleading is required do not reflect the sea change of
Twonbly and lgbal. Rule 84, however, instructs that the forns
“suffice” such that pleaders who plead in accordance with the
fornms are subject to a safe harbor. Fed. R Cv. P. 84; see 12
Wight & MIler, supra, 8 3162. This inconsistency between the
Suprenme Court’s interpretation of Rule 8(a) and the forns Rule 84
val i dates should be renedied: either by nodifying or elimnating

Rul e 84 or by updating the fornms to clearly conply with existing

12 The form denonstrating a negligence pleading has been

changed since Twonbly was decided. It previously included nore
specific details regarding how the plaintiff was injured and the
type of injury sustained. See Fed. R Cv. P., App. of Forns,
Form 9 (2006) (averring that the plaintiff was injured when he
crossed a hi ghway and was “thrown down and had his | eg broken” as
a result). The present iteration of this form which appears at
Form 11, omts these details. See Fed. R GCv. P., App. of
Fornms, Form 11 (stating only that the defendant negligently drove
a vehicle “against the plaintiff” which led the plaintiff to
suffer physical injury).
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| aw,

Because the Court will not excuse Defendant’s sparse
pl eading, Plaintiff’s notion to dism ss Defendant’s second
counterclaimw ||l be granted. Consequently, the Court wll
stri ke Paragraph 2(a) of Defendant’s answer, which asks for an

Order declaring the patents invalid and unenforceabl e.

| V.  CONCLUSI ON

For the foregoing reasons, Plaintiff’s notion will be
granted in part and denied in part as follows: (1) Defendant’s
second counterclaimw ||l be dism ssed; (2) the term unenforceabl e
wi Il be stricken fromDefendant’s third affirmati ve defense as
redundant; and (3) Defendant’s request for an Order declaring the
patents invalid and unenforceable will be stricken. The Court
will, however, grant Defendant |eave to anend its pleading. See

Fed. R Cv. P. 15(a)(2). An appropriate Order wll follow

13 Presently, Forms 10 through 21 outline sanple

conmpl aints. The Advisory Conmittee should consider revisiting
t hem as necessary.
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I N THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

TYCO FI RE PRODUCTS LP, ) ClVIL ACTI ON
; NO. 10- 4645
Plaintiff,
V.
VI CTAULI C COVPANY,
Def endant .
ORDER
AND NOW this 12th day of April, 2011, it is hereby
ORDERED that Plaintiff’s notion to dismss Defendant’s second
counterclaimand to strike Defendant’s third affirmative defense
(doc. no. 16) is CGRANTED in part and DENIED in part as foll ows:
1) Def endant’ s second counterclaimis hereby D SM SSED
W t hout prejudice;
2) The words “and/or unenforceable” in Defendant’s third
affirmati ve defense are hereby STRI CKEN
3) Par agraph 2(a) of Defendant’s request for relief is
her eby STRI CKEN
4) Def endant shall be permtted to file an anmended answer

by April 26, 2011.

AND I'T I S SO ORDERED

S/ Eduardo C. Robreno
EDUARDO C. ROBRENO, J.




